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REMARKS 

TW, is responsive to the Office Acd™ dated January 29 , 2003 which ^ ten ^ 
considered, data 5-8 stand rejected onita 35 u.S.C. , 251 as stat ed „ ^ M of ^ 0fte 
Action. Cain, 8 *. 8Ms ^ arater 3J „ , c § J(BW ^ (e> m ^ ^ 

1*. 704 pat™. Reconsideradon of *e i„ Ugh. of * preceding ^ 
following argumtaits is respectfully solicited. 

Turning » the reject of Cahus „ 0K)er 35 U S Q , ^ fc ^ 

to 0) Cairns 5-8 m , on£er coimi „ . ^ ^ ^ (o ^ ^ 

Which was -gcn,^.. „ to prior m ^ _ ^.^ ^ ^ ^ 

to *e narrow scope of „ .„ err0 ,. ^ fc ^ ^ 
35 U.S.C. 8 251. The rejection is respectfully traversed. 

TW* first ,„ me argument tot ta ^ .„ fc ^ ^ m ^ 
>»»«» to apphcant ^ ^ B ^ CT j ^ ^ 

respectMy direct to ^ W „„ ria[ , v ^ ^ ^ ^ ^ ^ ^ ^ ^ 

(Peti. Cir. 1»8), * n a~m. .31 R3d 1464. 45 U. S .P.Q.2d 1,61 (Fed. Cir. and *, 

a,,, v. tw*^ 729P.2, 1429 , 1436> ffl u s p Q ^ M (ped c . ^ ^ 

cited by the Exatniner in the Office Acdo, H^r cleariy hedges the exception ,„ the 
-ap-ure rule on which applies, roUes herein, oan.e.y, „ ^ ^ are ^ ^ ^ 
narrower in an aspect tha, direct,, relates to *e region o(aw originaI clainK avoU ^ ^ Qf 
«- recapture nde (-Reissue Cahns that are hroader in certain respects a„d narrower h, others m 
avoid *e effect of the recaphire ™ie-,. «*r. 46 U.S.P.Q.jd a , I64 9, citing Oe^ and M 
lu Art/ Corporation, the Federal Circuit stated: 
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In Bail Corp. , lik . i„ msBnt reisaue ^ ^ ^ ^ 

b«ause the reissue claims wet. sufficiently narrowed despite fte broadcne<1 ^ ^ fc 
claims. 221 U.S.P.Q. at 296. 

In the instant application, u,. ciahns presented for reissue „ narrowH . fc ^ ^ 
toe cancel da™. ta ^ rejssue daim , „ ^ ^ 

ciaim 21 e*cep, ft. f 0ll0wtog u^i^, tave ^ added wWch .„ ^ ^ ^ 
claun narrower in scop, than cancel.* *. 21 . to otter words> cancdled ^ 
contain the f 0 u owing notations which are present to reissul! aaim 5 . 

• to. insulating member is „„„ i„ axial ^ wjth ^ 
surface of the membrane spring, and 

• to. insulating member is a single, one-piece element which ex*** 
circumfcrentially about the pressure plate. 

Ttee limitations are aiso ** present i„ Cairns 1-4 of the paten, Tons, there ls no question that 
*e scope of reissue chum, 5-7 is narrower that, toe scop, of the patem Cairns. Under these 
circumstances, toe recapture rule does no, apply a, a... Omm. 45 U.S.P.Q.2d a. .165 (»m 
contrast, a reissue claim narrower in scope escapes the recapture r ul e ^rely.-,. Sec a* * „ 
Mvr. 18! U.S.P.Q. 826. 830 (OCPA 1974, ; * „ Pelrow , l59 u s P q m% w (ccpA 

1968>: * " 127 U S P * 211 (CCPA 1MB; Mmor Corp. v. CHoroptax *, 

27 U.S.P.Q. 2d ,521, >525< F cd.Ci, 1«) (-Reissue c hi0B tha, a,. broader in cettainrBpecls 
and narrower in others may avoid UK effect of die recapture rule. ■). 
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In the insant reissue application, the scope of the reissue claims Is also Grower in an 
aspect diKctly reIatra to to rejectjons ,„ ^ ^ ctainM ( . ^ ^ ^ ^ ^ 

ng mW, so that fte recapture docWne ^ ^ ^ ^ ^ ^ ^ 

overoo,ne fce recaps rule when the reissue data, are mmMf narrower in o>her overlooked 
aspecfc of the invent. The ^e of ^ eIcepUon „ ^ ^ fc ^ ^ ^ ' 

patentee B oh*, through reissue, a scope ofprotecuon to which he is rightful,, entMed for such 
overlooked aspe«s. v . 46 uspQ:!d ^ ^ ^ ^ 

1998). 

The other independent reissue data 8 is also narrower .ha* the paten, claim In aspects that 
directly relate to the rejections of the original claims (cancelled data 27). 

The original data did not comata ,„e Wowing Unions which are present in reissue 

claim 8: 

• ^ a proton wwen ex^ 
spring, and 

• the iosuladng member is disposed at said protrusion, and 

• the second portion of the pressure plate forms part of the protrusion and is disposed 
between the insulating member and the membrane spring, and 

• the insulating member is a single, one-piece element which extends circumferential* 
about the pressure plate. 



Anient dated January 18. 2001 at i^ls (^r ZX W*o* m the 
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According 10 Ifae analysis set forth in A „ Clemen,, the fir* step ,„ app,^ ^ 
rule is to defcrminc whether a™. in what -aspect" fce reissue „ ^ ^ ^ ^ 
data,. Here, , lle reissue claims are broadw „„, ^ ^ ^ ^ ^ ^ 

U.e insulating member) lhat directly relates to .he rejection of the original data*. 

The -to tot the reissue claims are broader than the patent claims is „„ lssae siBce ^ 
was sought wimin ^ mo year sanatory period. On the other hand, fte fact thai the reissue 
claims are narrower in an aspect dm direcuy relates to the rejection of toe original claims, 
renders the recapture rnle taappHcahle in Utis case. In other words, me fact mat the reissue claims 
are broader than the patent claims only means ma. reissue must he sough! within, tv™ years after 
gran, of the original pafent. Reissue ciaims that are broader in scope than the patent claims can, of 
course, be obrataed. Mmor at lS25 c ^ ^ ^ ^ ^ m ^ ^ ^ 

narrower in others may avoid the effect of the recapture rale"). 

The second stop of the Omm ^ is „ y ^ 
particular subject maoer when the claims were cancelled. There is nothing in ihe prosecute 
his-ory which would tend to show tha, applicant taterJi^ally surrendered certain subject matter. 
There is no statement in a K prosecuta m<xy to , wam ^ ^ ^ ^ 
certain subject matter was no, patt «ab,e. Some of ft. claims s,ood reject, omers were indie,*, 
as auowable. All applicant did is elect fce aUowable claims, .n fac,. when applicant, aKmey 
elected ailowable subject matter he stated mat "applicant retain, the right to pursue broader claims 
under 35U.S.C. § 120" (Amendment dated September 29. 1957 a, page 16, Paper No. 16). 
There was no surrender of any subject matter. 

Accordingly, since the reissue claims are narrower with respect to an issue germane to the 
Prior art rejection of the original ciaims and there was no surrender of subject matter during 
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prosecution, the recapture rule does not apply and withdrawal of the rejection as an improper 
recapture is respectfully submitted. See also, Hester retries; 46 U.S.P.Q.2d at 1649-50 where 
(he CAFC staled: 

Zrl ST? Ba " the 5 eca P ture ™l° was avoided because the reissue claims 
desprte the broadened aspect of thc claims. 729 F.2d at 1438, 221 U.sTq at 

The same applies here, reissue claims 5-8 include limitations which materially aarrow the 
recited insulating member and which relate thus to an aspect which was germane to the rejection 
of the original claims thus avoiding the effect of the recapture rule. 

The Examiner's argument that "the narrow scope of the claims in the patent was not an 
error within the meaning of 35 U.S.C. § 251 is also not well talcen. As stated in the declaration 
"[a]n error being relied upon as a basis for this reissue application is that one or more claims are 
*o narrow and that the attorney handling this case failed to appreciate the full scope of the 
invention". Fu-st, the reissue statute „ "based on fundamental principles of equity and fairness and 
should be construed liberally". In re Weiler, 790 F.2d 1576, 1579; 229 U.S.P.Q. 673, 675 (Fed. 
Cir. 1986). Second, Hester Industries, a case cited by the Examiner in the Office Action, states 
that -one of the mast commonly asserted "errors" in support of a broadening reissue is the failure 
of the patentee's attorney to appreciate the full scope of the invention during the prosecution of the 
original patent application. This form of error has generally been accepted as sufficient to 
satisfy the "error" requirement of Section 251 remphasis added] (Hester Industries, 46 
U.S.P.Q.2d at 1647). 
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Accordingly, applicant's attorney's error is a proper basis to satisfy me "error" 
requirement of 35 U.S.C. § 251 and the rejection of claims 5-8 under 35 U.S.C. § 251 should be 
withdrawn and same is hereby respectfully urged. 

Turning now lo the rejection of claim 8 as anticipated by Ilays 704 (Fig. 4), the claim has 
been amended to clarify that the insulating member forms a layer in contact with and along the 
radial length of the second portion of the pressure plate. The insulating member in Hays (element 
59 in Fig. 4) does not form an insulating layer in contact with and along the radial length of the 
second portion of the pressure plate (balls 44) as interpreted by die Examiner. Accordingly, the 
rejection of claim 8 should be withdrawn and same is hereby respectfully solicited. 

It is believed that no fees or charges are required at this time in connection with the 
present application; however, if any fees or charges are required at this time, they may be 
charged to our Patent and Trademark Office Deposit Account No. 03-2412. 

Respectfully submitted, 

COHEN, PONTANI, LIEBERMAN & PAVANE 




Thomas C, Pontani 
Reg. No. 29,763 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 



Dated: November 20, 2003 
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